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RKMARKS 

In the Office Action, the Exiunincr noted thai claims 1-27 arc pending in the application, 
that claims 1-10 and 12-19 are allowed, and that claims 1 1 and 20-27 are rejected. By this 
Aincndmcnl, claim I J has been amended with respect to the statutory subject mailer rejection. 
Thus, claims 1 -27 are pending in this application. 

The Examiner's rejections arc respectfully traversed below. 



Request to Withdraw Finality 



In the Office Action, the Examiner has indicated that the action is final. However, the 
amendments to claim 1 1 in response to the last OlYice Action arc, at best, minor. 

1 1 . (Currently amended) In a method for authenticating at least one of data stored 
to be stored on sa44 at le;ist one media in order to prevent at least one of piracy, 
unauthorized access and unauthorized copying of the data fitor e d on sa idnwedte, a data 
me.s.sagc comprising at least one predetermined error introduced in the data message 
comprising a-ft>fx«d ihe dala message, the at least one prcdctemmied error comprising at 
least one authentication key or component thereof, used in authenticating whether the 
dala message is authorized, and wherein the predetermined errors arc sufficiently 
minimal such that the at least one predetermined error is capable of being removed 
therefrom without substantially altering an audible component of the data messa«e, and 
wherein the data message i.s transmitted substantially free of the ai least one 
prcdeiemiined error preventing a destination processor from the at least one 
predetermined error comprising the at least one autlicnlication key Of Component thereof, 
used in the authenticating whether the dala message is authorized. 



None of these amendments could have caused the new rejection under 35 U.S.C. Section 101, 
described below in detail. Under these circumstajiccs, the present Office Action should be non- 
final, and such action is rcspectfidly requested. 



8 



PA6E11/1S'RCVDAT9129/20l)53:30:57PM[Eastem Daylight rimel'SVRm 



09/29/2005 14:41 FAX 212 230 8888 «ILMER CUTLER PICKERING 



1012/018 



Serial No, 10/660,547 



iJowevcr. lo expedite prosecution. Applicant has nevertheless further lunended claim 1 1 
to emphiisizc the statutory subject rnalter recited therein. Accordingly, as discussed below. 
Applicant respectfully requests the statutory subject matter rejection be withdrawn, and this 
application passed to issue. 



Refection Under 35 USC§ 101 

Claims 1 1 and 20-27 arc rejected arc being directed to non-statutory subject matter. 
Applicant respectfully traverses this rejection. 

The present invention is directed to a technique for authenticating data and/or a data 
medium in order to prevent unauthorized copying. More particularly, the invention makes use of 
one or more authcnticaUon keys which intentionally interferes with or alters normal output data 
lo produced otherwise incorrect data (page 55-56). After being generated, these keys arc 
embedded and hidden within data .stored on the medium. In use, the authentication keys arc 
identifiable by decoding the data (sec, e.g.. page 50). Sub.scqiienily, the keys may be used to 
remove the errors from the medium or, in other words, produce error-free or decoded data from 
the medium (page 61). As such, data and/or a medium may be verified as being a legitimate 
copy by locating and identifying an authentication key, which may then be used to produce 
audio, sensible and/or usable output. The claims recites an Independent combination of elements 
including, for example, outputting said data as at least one of audio, video, audio data, video data 
and digital data substantially free of the predetermined error, modulation of the at lca.st one 
modified modulation rule. 

Appliciuit respectfully traverses the rejection. In particular, the Manual of Patent 
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Examining Procedure specifically approves of Uic claim format recited in claims 1 1 and 20-27. 
Scecg., MPEP Section 2106(c) ("A signal claim directed to a practical application of 
elcctromagnciic eiicryy is statutory regardless of its transitory nature. Sec O'Reilly v. Morse. 56 
U.S. at 1 14-19; In re Breslow. 616 F.2d 516. 519-21, 205 USPQ 221, 225-26 (CCPA 1980)"). 

However, to fnrlher clarify that the claimed invcnlion is being used in combination with a 
comptitcr readable modiura which is clearly statutory subject matter. Applicant has further 
amended claiml 1, even though the present Office Action is final. Specifically, Applicant 
respectfully requests entry of the present Amendment for the following reasons. First, the 
amendments to the claim.'; arc necessary to further clarify the claimed invention to the Examiner 
wiU) respect to the rejection under 35 U.S.C. §101. These amendments were unable to be 
introduced earlier since additional new rejections were included in the Kinal Office Action. 
Second, the amendments to the claims do not raise new t.ssues requiring further search since the 
amendments cither adopt the Examiner's suggestions or involve incorporating features already 
existing in other pending claims. Third, Applicant respectftilly submits that no new mattcT has 
been introduced. Specifically, the amendments to the specification merely include limitations 
that find support in the specification throughout. Fourth, the amendments to the claims place the 
application in better form for appeal by matcriaUy simplifying issues, i.e., correcting formality 
requirements and clarifying the a.ssertcd patentable distinctions over the prior art. Finally, no 
new claims have been submitted. Accordingly, Applicant respectfully requests entry of Uie 
present Amendment. 

Accordingly, Applicant respectfully submits that Claims 1-li sali.sfy the requirements 
under 35 USC § 101. Withdrawal of this rejection is respectfully requested. 
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CONCLUSION 

Applicant respccifully submits that, as described above, the cited prior art does not show 
or suggest the combination of features recited in the claims. Applicant does not concede that the 
cited prior art shows any of the elements recited in the claims. However, Applicant has provided 
specific examples of elements in the claims that arc clearly not present in the cited prior art. 

Applicant strongly anphasizes that one reviewing the prosecution history should not 
interpret any of the examples Applicant has described herein in connection with distinguishing 
over the prior art as limiting to those speciik features in isolation. Rather, Applicant a.sserts that 
it is the combination of elements recited in each of the claims, when each claim is interpreted as 
a whole, which is patentable. Applicant has cmphiLsizcd certain features in the claims as clearly 
not present in the cited references, as discussed above. However, AppUcant docs not concede 
that other features in the claims arc found in the prior art. Rather, for the sake of simplicity. 
Applicant is providing examples of why the claim.<5 described above are distinguishable over the 
cited prior art. 

Applicant wishes to clarify for tlic record, if necessary, that the claims have been 
amended to expedite prosecution. Moreover. Applicant reserves the right to pursue the original 
subject matter recited in the present claims in a continuation application. 

Any narrowing amendments made to the claims in the present Amendment are not lo be 
construed as a surrender of any subject matter between the original claims and the present 
claims; rather merely Applicant's best attempt at providing one or more dcfmilions of what the 
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Applicant believes to be suitable patent protection. In addition, the present claims provide the 
intended scope of protection that Applicant is seeking for this application. Therefore, no 
estoppel .should be presumed, and Applicani's claim.s are intended to include a scope of 
protection midcr the Doctrine of Equivalents. 

Further. Applicant hereby retracts any arguiticnts and/or statements made during 
prosecution that were rejected by the Examiner during prosecution and/or that were unnecessary 
to obtain allowance, and only maintains the arguments that persuaded the Hxamincr with respect 
to the allowability of the patent claims, as one of ordinary skill would understand from a review 
ofthc prosecution history. That is. Applicant specifically retracts .statements that one of ordinary 
skill would recognize from reading the file history were not necessary, not used and/or were 
rejected by the Examiner la allowing the patent application. 

For all the reasons advanced above. Applicant respectfully submits that the rejections 
have been overcome and should be withdrawn. 

For all the reasons advanced above. Applicant respectfully submits that the Application is 
in condition for allowance, and that such action is earnestly solicited. 
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AUTHORIZATION 

The Coniinisstoiicr is hereby authorized to charge any additional fees, which may be 
required for this Amendment, or credit any overpayment to Deposit Account No. 08-02 15> 

In the event that an Extension of Time is required, or which may be required in addition 
to that requested in a petition tor an Extension of Time, the Commissioner is requested to grant a 
petition for that Kxtcnsion of Time which is required to make this response timely and is hereby 
authorized to charge any fee for such an Extension of 'lime or credit any overpayment for an 
Extension of rime to Deposit Account No. 08-02 1 9. 



399 Park Avenue 
Now York, NY 10022 
TEL (212)230-8887 
FAX (212)230-8888 

Date: 



njD 



Respectfully submitted. 




Wilmer Cutler Pickering Hale and Dorr LLP 



Registration No. 35,120 
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